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DETAILED ACTION 

1 . This document is a Final Office Action on the merits. This action is responsive 
to the following communications: Request for Continued Examination, which was filed 
on November 15, 2005. 

2. Applicants' attention is directed to the fact that a new examiner has been 
assigned to this case. The Examiner's name and telephone number are provided 
below. 

3. Claims 1-10 are currently pending in the case, with claims 1 and 4 being the 
independent claims. 

4. Claims 1 and 4 are objected to. 

5. Claims 1-6 are rejected. 

6. Claims 7-10 are indicated as allowable, upon conditions stated below. 

Claims Objections 

7. Dependent claims 1 and 4 are objected to because of the following informalities: 

Regarding independent claim 1 : 

The phrase "a type of mark to emphasize a specified element in lines 4 and 5 
should be amended as follows: " one of a plurality of said [[a]] type of mark to 
emphasize a specified element selected from said multiple elements ." 

The phrase "wherein the single-step selection technique is defined according to a 
position of the specified element traced by a user and links the type of mark to the 
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specified element' in lines 6-10 should be amended as follows: "wherein the type of 
mark s i ng l e step select i on t e chn i qu e is determined [[defined]] according to a first or 
second position of the specified element [[traced]] selected by a user and links the type 
of mark to the specified element." 

The phrase "wherein a first position of the specified element traced by the user 
displays a first type of mark onto the specified element in lines 1 1 and 12 should be 
amended as follows: "wherein [[a]] the first position of the specified element traced by 
the user displays a first type of mark onto the specified element." 

The phrase "wherein a second position of the specified element traced by the 
user displays a second type of mark onto the specified element, the first type of mark 
being different from the second type of mark' in lines 13-1 5 should be amended as 
follows: "wherein a second position of the specified element [[traced]] so l oct e d by the 
user displays a second type of mark onto the specified element, the first type of mark 
being different from the second type of mark." 

Regarding independent claim 4: 

The phrase "a type of mark to emphasize a specified element in line 5 should be 
amended as follows: " one of a plurality of said [[a]] type of mark to emphasize a 
specified element selected from said multiple elements ." 

The phrase "wherein the single-step selection technique is defined according to a 
position of the specified element traced by a user and links the type of mark to the 
specified element' in lines 6-10 should be amended as follows: "wherein the type of 
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mark oing l o step select i on tochniquo is determined [[defined]] according to a first or 
second position of the specified element [[traced]] selected by a user and links the type 
of mark to the specified element." 

The phrase "wherein a first position of the specified element traced by the user 
displays a first type of mark onto the specified element 1 in lines 1 1 and 12 should be 
amended as follows: "wherein [[a]] the first position of the specified element traced by 
the user displays a first type of mark onto the specified element." 

The phrase "wherein a second position of the specified element traced by the . 
user displays a second type of mark onto the specified element the first type of mark 
being different from the second type of mark?' in lines 13-15 should be amended as 
follows: "wherein a second position of the specified element [[traced]] s ele ct e d by the 
user displays a second type of mark onto the specified element, the first type of mark 
being different from the second type of mark." 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 1, 3, 4, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Huffman, et al. (U.S. Patent 5,663,748, issued September 2, 1997) [hereafter 
"Huffman"]. 

Regarding independent claim 1 (as amended), Huffman teaches: 
An electronic book display device, comprising: 

display means for displaying multiple elements forming contents of a book; 

and 

display control means for determining, based upon a single-step selection 
technique for specifying one of the multiple elements, a type of mark to 
emphasize a specified element; 

wherein the single-step selection technique is defined according to a 
position of the specified element traced by a user and links the type of mark to 
the specified element; 

wherein a first position of the specified element traced by the user displays 
a first type of mark onto the specified element; and 

wherein a second position of the specified element traced by the user 
displays a second type of mark onto the specified element, the first type of mark 
being different from the second type of mark. 
(See, Huffman, figures 1-7, and col. 3, line 64 through col. 4, line 3, teaching a display 
means for displaying multiple elements forming contents of book. 
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Huffman discloses a display control means for determining, based upon a 
selection technique for specifying one of said multiple elements, a type of mark to 
emphasize a specified element, said selection technique being defined according to a 
position specified by an area of the display touched by a user displaying the specified 
element when an optional element is specified from among said multiple elements via 
input means and for attaching said determined mark to said specified element in figures 
19, 23, 27, and col. 17, line 62 through col. 18, line 24. The selection of elements to be 
marked is shown in figure 19. The selection technique is defined according to a position 
specified by an area of the display touched by a user displaying the specified element in 
figure 20. 

See Huffman, col. 13, lines 44-56, teaching user selection of a portion of a page 
of text by use of a pointer member tracing from a beginning point to an ending point, 
and teaching that the selected text is "highlighted in a predetermined manner." The 
claimed first and second type of marks are predetermined marks and are taught by 
Huffman. 

Huffman does not expressly teach different predetermined marks based on 
different specified positions. It would have been obvious to one of ordinary skill in the 
art at the time of the invention to have designated different predetermined markings for 
different locations on the page for the obvious and beneficial purpose of differentiating 
highlighted literary elements such as titles.^summaries, text, footnotes, direct quotations, 
equations, etc.) 
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Regarding dependent claim 3 (as amended), Huffman teaches: 

A display method of an electronic book display device, comprising the 
steps of: 

displaying multiple elements comprising contents of the electronic book; 

and 

determining, based upon a single-step selection technique for specifying 
on of the multiple elements, a type of mark to emphasize a specified element; 

wherein a first position of the specified element traced by the user displays 
a first type of mark onto the specified element; and 

wherein a second position of the specified element traced by the user 
displays a second type of mark onto the specified element, the first type of mark 
being different from the second type of mark. 
(See, Huffman, fig. 19, 23, 27 and col. 17 line 62 - col. 18 line 24, teaching changing 
the display condition of a mark displayed on a specified element according to the 
specified operational procedure via an input means.) 

Regarding independent claim 4: 

Claim 4 incorporates substantially similar subject matter as claimed in claim 1 , 
and is rejected along the same, rationale. 



Regarding dependent claim 6: 
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Claim 6 incorporates substantially similar subject matter as claimed in claim 3, 
and is rejected along the same rationale. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Huffman, et al. (U.S. Patent 5,663,748, issued September 2, 1997) [hereafter 
"Huffman"], in view of Hasting, et al. (U.S. Patent 5,885,012, issued March 23, 1999) 
[hereafter "Hastings"]. 

Regarding dependent claim 2, Huffman in view of Hastings teaches: 
Regarding dependent claim 2 (as amended), Huffman in view of Hastings teaches: 
The electronic book display device according to claim 1, wherein the 
display control means changes the display condition of the first or second type of 
mark according to the number of times the specified element is specified. 
(Huffman teaches the limitations of claim 1 . Huffman does not expressly teach a 
display control means which changes the display condition of a mark according to the 
number of times the specified element is specified. 
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Hasting teaches a display control means which changes the dispjay condition of 
a mark according to the number of times the specified element is specified. See, 
Hastings, col. 10, lines 26-42. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined Huffman and Hastings to have created the 
claimed invention. 

It would have been obvious and desirable to incorporate a means for creating 
different versions of the same mark such as a varying underline thickness. This repeat 
marking such as with multiple passes with a highlighter or with multiple passes in an 
underline, would have allowed the user to have more significantly marked the most 
important passages and less significantly marked passages of modest importance for 
the obvious and beneficial purpose of providing additional visual clues as to the 
importance of a passage. 

Regarding dependent claim 5: 

Claim 5 incorporates substantially similar subject matter as claimed in claim 2, 
and is rejected along the same rationale. 

Allowable Subject Matter 
10. Dependent claims 7 and 9 are objected to as being dependent upon rejected 
base claimsl and 4, respectively, but would be allowable if rewritten in independent 
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form including all of the limitations of their base claim and any intervening claims, and if 
the objections to their base claims are obviated. 

1 1 . The following is a statement of reasons for the indication of allowable subject 
matter: None of the closest prior art references, Huffman and Hasting, teach or suggest 
the limitation of user selection of a first or second position a specified element to assign 
a type of mark to emphasize the specified element. Moreover, the Examiner has not 
located any related art teaching or suggesting these elements. 

12. Dependent claims 8 and 10 are objected to as being dependent upon rejected 
base claims 1 and 4, respectively, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any intervening claims, and if 
the objections to their base claims are obviated. 

13. The following is a statement of reasons for the indication of allowable subject 
matter: None of the closest prior art references, Huffman and Hasting, teach or suggest 
the limitation of user selection of a first or second position a specified element to assign 
a type of mark to emphasize the specified element, wherein he first type of mark is 
highlighting and the second type of mark is underlining. Moreover, the Examiner has 
not located any related art teaching or suggesting these elements. 
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Response to Arguments 

Applicants' arguments filed October 14, 2005 have been fully considered, but 
they are not persuasive. 

Regarding rejections of claims 1-10: 

First: Applicants argue that that Huffman does not suggest providing a 
highlighting option if a lower edge part of the text is marked and providing an underlining 
option if a center part of the text is marked. See, RCE, dated October 14, 2005, pages 
6-7. 

The Examiner disagrees. 

It is noted that limitations regarding highlighting or underlining based on marking 
edges of the text is not claimed in either claim 1 or 4. 

Second: Applicants argue that Huffman fails to teach or suggest the limitations 
wherein a first position of the specified element traced by the used displays a first type 
of mark based on a one-step technique and a second position of the specified element 
traced by the used displays a second type of mark, also based on a one-step technique. 
See, RCE, dated October 14, 2005, page 7. 

The Examiner disagrees. 

As cited in the rejection of claims 1 and 4 above, Huffman teaches a user 
selection of a portion of a page of text by use of a pointer member tracing from a 
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beginning point to an ending point, and teaching that the selected text is "highlighted in 
a predetermined manner." See, Huffman, col. 13, lines 44-56. The claimed first and 
second type of marks are predetermined marks and are taught by Huffman. The 
predetermined first and second marks are not required to be the same, and for obvious 
and beneficial reasons discussed above, may be different. By virtue of being 
predetermined, selection of the text and highlighting are done in one step. The teaching 
of a predetermined marking, such as highlighting, also teaches other markings, such as 
underlining. 

Third: Applicants argue as that Huang does not teach or suggest cited 
elements. Applicants arguments with respect to the applicability of Huang as a prior art 
reference have been considered but are moot in view of the new ground(s) of rejection. 

# 

Fourth: Applicants argue that the dependent claims 2, 3, and 5-10 are allowable 
at least due to their direct dependence from independent claims 1 and 4. 

The Examiner disagrees as to the allowability of claims 2, 3, 5, and 6, as rejected 

above. 

The Examiner agrees as to allowability of claims 7-10 under the conditions 
indicated above. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
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policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS for the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael K. Botts whose telephone number is 571-272- 
5533. The examiner can normally be reached on Monday through Friday 8:00-4:00 
EST. 

If attempts to. reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on 571 -272-41 36. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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